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REMARKS/ARGUMENTS 

Claims 1-52 remain in the application. Claims 1 , 1 1 , 31 , 48, 49, and 52 have 
been amended. 

In the Office Action the Examiner objected to the drawings as they fail to show 
features various elements set forth in the specification. In particular, the Examiner 
indicated that the following elements were not shown in the drawings: 206, 224(1,1) - 
224(4,3), 222(1,1) - 222(4,3), 308, 312(1) - 312(6), 650. and 652. In view of this 
objection appropriate amendments to the drawings and/or the specification have been 
made. 

The Examiner also indicated that FIGS. 1-3 should be labeled as prior art. 
Appropriate amendments have been made. 

The Examiner objected to the specification based on two errors. The Examiner 
indicated that the reference to US Patent Application No, 60/429,484 on page 29 should 
be changed to 60/429,483. Applicant appreciates the Examiner's diligence but notes 
that both the '484 and '483 applications both relate to the present application and the 
referencing of the '484 application is correct. The Examiner also indicated that the 
reference in paragraph 139 to FIG. 7(c) should be changed to FIG. 6(c). An appropriate 
amendment has been made. 

The Examiner provisionally rejected various claims of the present application 
under obviousness type double patenting rejections in view of various claims in five 
different patenting patent applications. In particular, the Examiner made the following 
rejections: 

(1 ) Claims 1 1 - 1 6. 22 - 24. 30 - 31 , 38, 42 - 43. 48 - 49. and 52 were rejected 
over claims 1 - 28 of US Patent Application No. 10/677,546; 

(2) Claims 1 . 3 - 10, 1 7 - 21 , 29 - 30, 44 - 45, and 50 - 51 were rejected over 
claims 1 - 28 of US Patent Application No. 10/677,546 in view of Cohen '630; 

(3) Claims 1 - 31 , 36, 38, and 40 - 52 are rejected over claims 1 - 48 of US 
Patent Application No. 10/434,519 in view of McFarland; 

(4) Claims 1-52 were rejected over claims 1 - 50 of US Patent Application No. 
10/271,574 in view of McFarland; 
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(5) Claims 1-52 were rejected over claims 1 - 20 of US Patent Application No. 
10/724,515 in view of McFarland; and 

(6) Claims 1 - 52 were rejected over claims 1 - 41 of 10/309.521 in view of 
McFarland. 

Each of these rejections is traversed. Each of the independent claims in the 
present application contains elements not found in or made obvious by the claims in the 
copending applications. As each independent claim is not made obvious by the claims 
in the co-pending applications, the independent claims are likewise not made obvious. 
Reconsideration, particularly in view of the comments below about the McFarland 
reference is requested. Furthenmore, as these are presently only provisional rejections 
and as the claims that will be allowable in this application and in these referenced 
applications have not yet been determined, these rejections are not fully addressable at 
this time but will be addressed on the merits when they are the only rejections 
remaining in this application or when they the are no longer provisional rejections as a 
result of the issuance of respective patents on the various referenced applications. 

Finally, the Examiner rejected claims 1-52 under 35 USC103 as being 
unpatentable over Cohen '630 in view of McFarland '806. This rejection is traversed. 
The rejected claims include independent claims 1, 11, 31, 48. 49, and 52. Each 
independent claim comprises at least one element that is not found in any reasonable 
combination of the '630 patent and the '806 patent. One of the requirements to 
establish a prima facie case of obviousness is the combination of references, taken 
together, must provide reasonable teachings that arguably provide all claim elements. 
Each claim contains at least one element that is not provided for by a combination of 
these references. Claims 1 and 1 1 indicate that each of a plurality of the cells of the 
mask each comprise an independently controllable electrode. Claim 31 indicates that 
each of a plurality of cells of the mask comprise a control means for selectively 
activating or inhibiting activation of the cell during an electrochemical process. Claim 48 
indicates that each of a plurality of the cells of the mask comprise a control element that 
may be used in at least one of activating or deactivating the cells. Claim 49 indicates 
that a multi-cell mask includes at least one independently controllable electrode 
associated with each cell. Claim 52 indicates that a mask has at least one cell that is 



P-US080-A-MF Amendment Letter 200&05-16.doc 



Page 18 of 19 



PATENT 
P-US080-A-MF 

smaller than or equal to the desired resolution that will be used in modifying a substrate, 
wherein the at least one cell comprises at least one independently controllable cell 
electrode. The '630 patent does not teach any of these elements and neither does the 
'806 patent. The '806 patent teaches, among other things, incorporation of electrodes 
into substrate onto which deposition is to occur but fails to teach that the electrodes or 
other elements are part of a cell that is contacted to the substrate and which defines a 
cell region. Cohen similarly fails to teach cells that include independent controllable 
electrodes or other elements. As such no combination of Cohen and McFarland 
provides all elements of the invention as claimed and thus cannot make obvious the 
claims. Similarly, with respect to claim 52, neither Cohen nor McFarland teach the use 
of a mask having a cell that is smaller than or equal to a desired resolution. 

In view of the amendments and remarks, the application is believed to be in 
condition for allowance and reconsideration and withdrawal of the rejections and 
passage to allowance is earnestly solicited. If any questions should arise concerning 
this application (or if it would othenA^ise be useful to discuss this application) please do 
not hesitate to contact the undersigned by phone. 

Respectfully submitted, 

Microfabrica Inc. 
791 1 Haskell Avenue 
Van Nuys, CA 91406 
Ph: (818) 786-3322, ext. 105 
Fx: (818) 997-3659 

Dennis R. Smalley 
Reg. No. 35,364 
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Amendments to the Drawings: 

The attached sheets of drawings include changes to the labeling of each Figure 
and include the addition of the tenn "(PRIOR ART)" to FIGS. 1A - 3C as required by the 
Examiner. Furthennore, FIGS. 4A - 41 have also been labeled as "(PRIOR ART)". 
Other modifications include con'ections to reference numbering and clean up of other 
minor enrors. No new matter is added by these amendments. 

Attachments: Annotated Sheets 1-27 Showing Changes (Appendix C) 
Replacement Sheets 1-27 
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